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CHAPTER 1 INTRODUCTION

As long as there have been intellectual property rights, there have been infringements, but the last years the number of infringements and the resulting losses of turnover are increasing rapidly. Besides the increasing number of infringement cases, the infringers in the propagating material sector also seem to become more and more professional. 


Another development for the vegetable seed companies in particular, is the vegetative reproduction by growers of hybrid varieties such as tomato. Until some years, it was not common in the vegetable seed sector to protect hybrid varieties. This was considered unnecessary as there was de facto protection: for reproduction of the hybrid, the parental lines were needed. And as long as long as the parental lines were not provided to third parties, these third parties could not reproduce the variety. Now vegetative reproduction seems to be possible in a cost effective way therefore there’s no need to actually have the parental lines to reproduce the material. This development leads to more applications for Community plant variety rights in hybrid vegetable crops and as a consequence may also lead to more infringement cases. 

For vegetable seeds and ornamental seeds, any reproduction of propagating material of a protected variety constitutes an infringement (with the exception of reproduction for private and non-commercial, experimental or breeding purposes). There is no farm saved seed exception for vegetable and ornamental crops in the EU. This means that for these crops farmers are not allowed to use on their own holding harvested material of a protected variety as propagating material.


Infringements take place in very different forms. In general two types of infringement of plant variety rights can be distinguished:

· The so-called “anonymous” infringement: the seeds are packed in for example plastic buckets with hardly any information on it and may even be transported in the middle of the night to plant raisers;

· and infringement by companies that offer the varieties through catalogues in packages with their own company name and (incorrect) variety name.

Trademark infringements occur as well, for example by copying the packaging of another company. This kind of infringement however, will be left aside in this speech.

CHAPTER 2 PROCEDURAL REMEDIES 

The national laws of the different member states provide for procedural remedies to collect evidence to start a court case for infringement. However, until now the national rules on provisional measures and procedural remedies differ from member state to member state. Harmonisation to a certain level will be obtained as a result of the EU Directive on the enforcement of intellectual property rights that entered into force on 19 May 2004. This directive will be the subject of another speech during this seminar and therefore no further reference to this directive will be made here.

As the rules vary from member state to member state, it is difficult or even impossible to give an overview in detail of all possible measures. Therefore this speech is limited to an overall overview of several procedural remedies in some member states, based on own experience with infringement cases in these member states. It is therefore not meant as a exact description of all ins and outs, but more to indicate that there are possibilities to gather evidence and to start a case. In case anyone is interested in starting a legal case it is very important to hire proper legal support to know what exact the possibilities are in the relevant country. Not using the right remedy, may frustrate the whole case.

The main aim in infringement cases is to stop the infringer selling or using the illegally reproduced propagating material as soon as possible. It would be quiet detrimental if the outcome of a case on the merits has to be awaited, before an infringer can be stopped. To prevent this long time of waiting, it is possible to obtain a provisional measure from the court on the basis of which the infringer will be immediately forbidden to commit any act which may constitute an infringement (inhibitory order), without the need to have a court case on the merits first. The inhibitory order may also be combined with penalty payments.

The procedural remedies can help to gather sufficient evidence as to obtain an inhibitory order. Four remedies will be described shortly hereinafter:

2.1 Provisional examination of a witness

2.2 Description

2.3 Seizure

2.4 Criminal measures

2.1. Provisional examination of a witness

This remedy exists for example in The Netherlands. An examination of a witness can be done before the case on the merits takes place, in case there is a risk that evidence will disappear. It is also meant to avoid court cases that are based on the wrong facts. Only witnesses may be heard in such a procedure, no experts. In case both parties are present or represented during the examination, the statements of the witness have the same evidential value as if they were made during a court case itself. In case not all the parties where present or represented, the judge has the right to ignore the statement, but he’s not obliged to do so.

The provisional examination can also take place in case the name and address of the suspected party are unknown. Disadvantage is that it will be at the judge’s own discretion whether he will take the statements into account.

An example of such an examination is a Dutch infringement case where a representative of the Naktuinbouw (Netherlands inspection service for Horticulture) and a representative of a pelleting company were heard as witnesses for a provisional examination; in particular the statement of the Naktuinbouw that the alleged infringing variety was not distinct from the protected variety made the case very clear and an inhibitory order followed quickly.

In Germany there is also the possibility the hear witnesses before the actual case takes place in case the alleged infringer agrees or in case there is a risk that evidence may get lost or that the use of the evidence will be hindered. It Germany, it is also possible to ask the advice of an expert.

2.2 Description

The so-called description allows a bailiff and an expert to enter the premises of the suspected infringer to collect evidence. The request for such a measure has to be filed before the competent court. Only requirement for obtaining a description is that there is a presumption of infringement; this is not the most strict requirement and therefore in most cases the judge allows such a measure. In a French case, the following information was sufficient to obtain an description measure: the statements of a former employee of the suspected company that this company was reproducing seeds and the fact that this company only bought a small amount of seed some years ago and was still selling a lot of lettuce of the same type.

In case the measure is obtained, a bailiff has to be appointed. It depends on national law whether the company that asked for the measure may choose a bailiff or that the judge will appoint a bailiff at it’s own discretion.

As the average bailiff will not have much knowledge about plants and seeds, an expert may  be appointed: here it also depends on national law whether you may propose an expert or that the judge will appoint an expert at it’s own discretion. It can also depend on the court how they will deal with appointing experts. Sometimes, for example in Italy, some courts allow the claimant to appoint an expert as well.
 

It is very important to well instruct the bailiff and expert about the items they should look for. They should for example look for seeds in packaging that are clearly not coming from bona fide seed companies. This could be seeds from packaging that have no variety name or name of the supplier on it or not the correct names. In this respect it is important that they now what the names of the bona fide companies are and what kind of packaging they use. They should also know what kind of plants they should look for. 

After the instruction, the bailiff and expert will choose a date to go to the suspected premises, preferably without prior notice. In case they want to visit more than one location (for instance a production site and administrative office) more visits will be made at the same moment – and therefore more than 1 bailiff and expert have to be appointed -  or they should at least visit the second location immediately after the first location. This to avoid destruction of evidence. During the visit, the bailiff and expert are allowed to describe what they see, make pictures of commercial documents and to take samples of seeds or plants for further analysis. It may also be relevant to take copies of the accounts as they may for example show that the quantities of the plants sold, do not correspond with the quantities of seeds that were bought. All copies and samples should be sealed and submitted to the court for further examination. 
After the description has been carried out, a court case should be started within a fixed period: in Belgium this is a term of 30 days and in France a term of 15 days. This seems to be rather short ( it takes more time to have established that the variety is really not distinct from the protected variety) but this does not have to be a problem as the court case can be started pro forma.


This description exists at least in Belgium, France and Italy. In member states where the description is provided for, it is strongly recommended to follow this procedure to collect evidence before starting a case on the merits.

In several other member states the national laws do not provide a description as such. This is for instance the case in Germany and The Netherlands. However, some other legal tools may be used to obtain a rather similar results.

2.3 Seizure

The seizure of goods can be used by a creditor to sell up one or more goods of a debtor and to use the proceeds for the payment of the creditor’s claim. It also deprives the debtor from the right to freely make use of the goods that are seized. In case of infringement, it can therefore be used to deprive the infringer of all infringing goods as to stop the infringement immediately.


Just as in the case of description, the request for seizure has to be filed for the competent court. The requirement to obtain a seizure measure is stronger than in case of description: it has to be demonstrated that there is an infringement, and therefore just presenting a suspicion or presumption of infringement is not sufficient. As a consequence seizure is less easily obtained than a description. One should also realise that seizure may hinder the normal conduct of business; in case it appears later that no infringement took place, the party that was subject of the seizure, may file a claim for compensation of damages.

Most national laws provide for seizure. 

In the Netherlands this measure is also used as a kind of description: instead of seizing all goods, just some samples will be taken.
2.4 Criminal measures

Some remedies may be found in criminal law. This is also confirmed by the EU that writes in an explanatory memorandum that  “criminal penalties also constitute, in appropriate cases, a means of enforcing intellectual property rights”. This explanatory memorandum refers to the Proposal for a EP and council directive on criminal measures aimed at ensuring the enforcement of intellectual property rights that was published on 12 July 2005 with reference COM(2005)276 final together with a Proposal for a Council framework decision to strengthen the criminal law framework to combat intellectual property offences.

The proposed penalties for intellectual property infringements that are committed intentionally and on a commercial scale are:

· Imprisonment for natural persons (in case of a criminal organisation: max. 4 years.)

· Fines to a maximum of at least 100.000 Euro for other than the most serious cases and to a maximum of at least 300.000 Euro for those which carry a health or safety risk.

· Seizure of goods 

· Destruction of infringing goods.

· Permanent or temporary ban on engaging in commercial activities.

· Placement under judicial supervision or judicial winding-up.

· A ban on access to public assistance of subsidies.

· Publication of judicial decision.

Further the proposal is made to have so-called joint investigation teams: this means that holders of intellectually property rights and experts must be allowed to assist the investigations.

It is also proposed that Member States ensure that the possibility of initiating investigations of offences are not dependent on a report or accusation made by a person subjected to the offence. This may be a good improvement as now often only acting is undertaken in case of a complaint by the holder of an intellectual property right and not on the basis of own initiative. 

For the moment it is worthwhile to investigate whether there is a special investigation service in a country where infringement may take place. This is a service assigned with investigative powers and therefore is also allowed to enter the premises of the alleged infringer. In the Netherlands this service is the Algemene inspectiedienst (AID). 

Each person and company can report a reasonable suspicion of infringement to this service; this service will go to the suspected premises and take samples for analysis by an official examination office.  In case of an offence, the service will make an official report and the infringer may be condemned on the basis of criminal law. The official report may also be used as evidence in a civil court case.

CHAPTER 3 COMPLICATIONS

3.1 Complications regarding variety listing

It may be the case that the “infringing variety” is officially registered in the country where the infringement takes place. This is a very troublesome complication that absolutely will be used by the alleged infringer to defend himself by stating that he has official alIowance to market “his” variety. Incorrect registrations could result from the fact that a variety is incorrectly considered as distinct from other varieties. Another complication related to variety listing is that illegally reproduced propagating material is being sold under the denomination of another registered variety. It is of course very detrimental to the seed business that such things occur, but it’s even more detrimental in case the responsible authorities do not undertake immediate action in case they are informed about possible faults regarding variety listings.

In such cases as described above it is very important that the CPVO examination offices and responsible authorities undertake action at their own initiative. In case they are informed about a suspicion of incorrect registration or abuse of a variety denomination, they should start as soon as possible to analyse the situation and restore the faults, if any.

In case the analysis has already been done by another CPVO examination office on the basis of official samples, the results from this analysis should be taken over instead of starting a new analysis. In this respect accreditation of CPVO examination offices by an independent, objective body is a prerequisite.

3.2 No acknowledgement of reports of CPVO examination offices by courts.

Talking to local lawyers, it becomes clear that in some member states the judge will not accept the results of an official examination that has been carried out by a (foreign) CPVO examination office on the basis of official samples. The judge may appoint his own expert, for instance some professor in biology and rely more on his statement than on official reports of examination offices. This is time and money consuming and actually makes the a community plant breeder’s right not enforceable on an European level.

To avoid that cases will be too much influenced by national preferences and not by real expertise, one competent court in the EU for cases regarding infringements of Community plant variety rights would be an important improvement. Such a court should of course accept the reports of CPVO examination offices. In this structure, accreditation as proposed above, is important too. As long as there is not one single court in the EU, it is recommended that the member states appoint one court in their country for cases regarding infringement of plant variety rights. 


CHAPTER 4 CONCLUSION AND RECOMMENDATIONS

There are definitely procedural remedies that allow to collect evidence on the basis of which a court case can be initiated. However, there are still a lot of obstacles that hinder efficient action against infringements. As described above, it is very important to hire a lawyer who is specialised in intellectual property infringement when considering to start a court case as to have a complete overview of all legal possibilities. Besides own initiative from companies, the legislator should undertake action as well to make all legal tools really effective. The following points should be addressed:
· One competent EU court, or at least one per member state

· Acceptance of official reports made by CPVO examination offices

· Accreditation of CPVO examination offices by independent, objective body

· Actions on own initiative of examination office/authorities

· Extension of protection to directly obtained products: art. 13.2 of the regulation on Community plant variety rights states that the implementing rules may provide that  the Community plant variety right also applies to products directly obtained from material of the protected variety, if such products were obtained through the unauthorized use of material of the protected variety, and unless the holder has had reasonable opportunity to exercise this right in relation to the said material. This extension would provide more possibilities to collect evidence, in particular in the case of closed sale systems

· Reversal of burden of proof: it is obvious that reversal of the burden of proof, makes it much easier to collect the necessary evidence. An example of such reversal can be found in article 13(2) of the Italian law on plant variety: 
”The breeder’s authorization shall be required for any of the acts mentioned in paragraph (1) in relation to harvested material, including whole plants and parts of plants obtained through unauthorized use of propagating material of the protected variety, unless the breeder has had reasonable opportunity to exercise his right in relation to the said propagating material. Use shall be presumed unauthorized in the absence of proof of the contrary.”
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