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PLANNING OF PLANT VARIETY INFRINGEMENT PROCEDURES IN GERMANY

© Gert Würtenberger 

Wuesthoff & Wuesthoff

The case studies which you will find in the seminar documentation are a mixture of actual cases which our firm had to handle in the recent past and present pending matters.  As the present matters may one day end up with the Federal Court, they are not appropriate to be presented here in order to avoid that Mr. Keukenschrijver, as one of the judges in such matters, has to object because of suspected partiality.  It, nevertheless, reflects typical situations which a plant variety owner may be confronted with.

The question which forum should be chosen to prosecute infringements is of major relevance.  It depends on the forum whether a court decision will have a nation-wide effect only or whether it will be enforceable for the entire territory of the EU. 

In situations as described in the case study, the rights holder would like to use the exhibition of infringing plant material in the Netherlands to stop the infringer not only from exhibiting at the fair but to prevent him from producing and distributing plant material in Germany and all other countries of the European Union.  While the rights holder may obtain a preliminary injunction and/or may commence an action on the merits with a Dutch court, the same would cover only the Netherlands.  The reason being the following:

A decision of a court in one of the Member States of the European Union has Community-wide effect only if the court decision has been applied with a court of a Member State or another contracting state to the so-termed Lugano Convention in which the defendant is domiciled or has its seat or an establishment.  If the defendant is not domiciled in such a state, the courts of the state in which the plaintiff is domiciled or has its seat shall have jurisdiction.  If neither the defendant nor the plaintiff has a residence or a seat and/or an establishment in one of the Member States or a contracting state to the Lugano Convention, the courts of the Member State shall have Community-wide jurisdiction in which the Community Plant Variety Office has its seat, currently Angers.

As in the case study the infringer is a German company, a preliminary injunction with Community-wide effect would need to be applied with the German court in the district of which the infringer has his business seat or domicile or an establishment.

While the preliminary injunction granted by a German court may include the inhibition to remove or even destroy the plant material exhibited for factual reasons (duration of the exhibition), such order presumably is of no value in practice in this respect.  

The Basic Regulation on the Community Plant Variety Right also provides the possibility that an injunction may be obtained from a national court in the jurisdiction of which the harmful event occurred, in this case in the Netherlands.  However, in this case the judgement will be valid only for the Netherlands.

As the rights holder must fear that plant material exhibited may be removed and lost as evidence, the rights holder may consider obtaining a seizure order.  As such seizure orders may be seen as an interference with the sovereignty of another Member State, the rights holder may prefer to apply for seizure with a Dutch court parallel to a preliminary injunction applied with a German court.  I assume Mr. Wolf will provide you with more details on this possibility in the Netherlands.  

In light of the rules determining local jurisdiction, prior to commencement of any proceedings, it is equally important to consider who will claim the infringed rights.  In this context, it should be mentioned that Article 104 of the Basic Regulation on Community plant variety protection provides that apart from the owner of the rights infringed, the exclusive licensee may bring such actions forward unless this right has been expressly excluded in the licence agreement or by any other additional agreement to the licence.  In order to prove the status of an exclusive licensee, without difficulties and, in particular, without the need to represent the licence agreement, it may be worthwhile if at the time the licence is granted an according entry in the Community plants variety register is applied for.  Moreover, holders of a simple licence may proceed if the national procedural law, to which the court has recourse, provides this possibility.  

In our case the exhibitor is a German company, opening the possibility to obtain an EU-wide injunction with a German court, if applied for with a German court, or an injunction just valid in the Netherlands, if applied for with a Dutch court.  If the exhibitor, that is to say the infringer, is a U.S. company with no domicile or establishment in the EU, an injunction applied for by the Japanese holder would need to be applied for with the court in Angers.  As it may be not clear whether the court in Angers has already gathered sufficient experience with infringement of plant variety rights, such as the competent Dutch or German court may have, it may be considered that proceedings against the infringement observed in the Netherlands may be initiated by the exclusive licensee either in the Netherlands or in Germany.  

While in the case study the exhibitor who is also the producer of the infringing plants is the defendant in any court activities to be initiated against the exhibition, other persons or companies may be defendants as well.  In general, every person or company who or which performs activities which are reserved to the holder of plant variety rights, may be regarded as an infringer and may be made a defendant if such material does not come from the rights holder or from his licensees.  According to German case law, every person or company dealing with infringing plant material for commercial purposes or having influence on the activities of other persons or companies, may be regarded as an infringer and thus can be made defendant.  This includes, in particular, auction houses such as NBV-UGA in Germany or Bloemenveiling Aalsmeer.  Who will be selected among the possible defendants, depends very much on effectiveness considerations and, of course, on business considerations of the defendant.  While it might be most effective to obtain an injunction against an auction house or a trading company, for business reasons this might not be appropriate.  With regard to effectiveness, certainly the producer of the infringing plant material may be made defendant.  Very often, however, plant variety infringements may be revealed only through auctions.

Once the rights holder or his licensee comes across an infringement, preferably the attempt should be made to immediately stop the further production and distribution of infringing plant material.  As Freda Wuesthoff, the co-founder of our firm, once termed it, most plant material may be regarded as the manufacturing site itself allowing, in particular, in light of the modern reproduction possibilities, that infringing plant material may be multiplied without boundaries.  Bearing in mind the long time-frame which an action on the merits takes, in particular, due the comparison trials required for verifying the infringement interim relief from courts is most desirable to prevent production, importation, distribution and/or marketing of infringing plant material.  It helps not only to prevent or at least reduce damage on the rights owner and his licensees.  It is equally important to avoid evidence on the assumed or observed wrongdoing will be destroyed or removed by the alleged infringer.  Also to obtain at an early stage information on sources and supply channels for infringing material are of, not to be underestimated, importance to combat infringing activities.

Therefore, a preliminary injunction which will refrain the observed infringer immediately from further infringing activities is the preferred means to fight against plant variety infringements in an effective manner.  As far as Germany is concerned, an application for grant of a preliminary injunction may even be filed before an infringement has taken place.  In this case, it must be proven that there is an immediate danger of infringing activity.  No full proof of the infringement has to be established in preliminary injunction proceedings.  Instead, prima-facie evidence will suffice.  The degree of likelihood is determined by a balance of convenience.  The more serious the consequences of an interim injunction might be, the higher the prima-facie evidence requirements are for the applicant to support his motion.  

In order to justify a preliminary injunction, it is required that an infringement has occurred or is about to occur and that the facts of the case make immediate interference necessary in order to prevent substantial damage or disadvantages.  Urgency requires that the holder or licensee acts quickly upon receiving notice of an infringement.  Preliminary injunctions are no longer given if the applicant waits too long between positive knowledge of an infringement and the person responsible for the infringement and the ensuing filing of a request for grant of said injunction.  This period of urgency varies in the case law of the courts.  While the rights holder has a maximum period of one month in Munich, other courts such as Düsseldorf or Hamburg are more generous.  It depends on the individual facts of the case and how these courts may regard a short enough time span to prove or disprove urgency.  In principle, the applicant has to show that he regards the matter as urgent, so that an interim injunction is justified.  However, as a rule of thumb, one can run into problems if the period is longer than two months.

What does that precisely mean for our case?  As the employees of the licensee did not only have a chance to take a closer look at the plants but also were in a position to take close-up photographs, the employees as well as the photographs may be used as witnesses respectively evidence to support an application for an interlocutory injunction, depending on the requirements the competent court may usually afford with regard to an infringement claimed in preliminary injunction proceedings.  The time period which will be considered as to whether the matter is still urgent started with the observations which gave the people seeing the infringing plants the confidence that the observed plant material is such of the licensed varieties A and B.  It is important to bear in mind that, in principle, the applicant for grant of a preliminary injunction needs not to establish full proof but a degree of likelihood that an infringement is given.  

With regard to cuttings, it will be, of course, difficult to establish proof. Only the characteristics and the phenotype, which determine the scope of protection of the variety at issue, allow to establish proof.  Proof for purposes of preliminary injunction proceedings may be established, however, through DNA analysis.  In a more recent decision rendered in preliminary injunction proceedings, the Court of Appeal in Düsseldorf held that for the purposes of preliminary injunction proceedings DNA analysis of the assumed allegedly infringing plant material may be sufficient evidence to justify an injunction, for comparison trials this may be required for purposes of preliminary injunction proceedings only in exceptional cases.  I presume that Mr. Keukenschrijver will refer to that case in more depth.

Otherwise, the plant material has to be cultivated until its status allows the identification of its characteristics.  This is the decisive time the period influencing urgency starts.  

Interim injunctions can be granted interpartes or ex-parte.  In many cases, however, they are granted ex-parte, even though the Civil Procedure Law regards ex-parte proceedings as an exception.  In ex-parte proceedings, decisions are usually rendered by the court within a few hours.  In the case of an interpartes trial, the court usually sets a hearing within a few weeks or even days after the request has been filed with a subsequent decision made either immediately after the hearing, or within two or three weeks after the same.  

If a preliminary injunction is granted but it turns out in further proceedings that it should have not been granted, the plaintiff must compensate the defendant for damage suffered in compliance with the injunction.

If in alternative 2) the representatives of the German licensee or the Japanese rights holder observe infringing plants with third parties, it might be necessary to have a closer look at the plant material being no longer with the competitor of the German licensee but with its customers in order to obtain more certainty about the possible infringement.  While due to observations made the salespeople of the German licensee may be pretty sure that the plant material they have seen is such of the protected varieties but the attorney may advise that the observations may not be sufficient to cause a court in preliminary injunction proceedings to grant an injunction, consideration should be given whether one applies with the court for inspection of the plants with the customer.  In such cases, the German Civil Code [Bürgerliches Gesetzbuch] provides a right of inspection of possibly infringing goods even if the same are with a third party.  As one may expect, this right cannot be based merely on allegation at random but requires that there are precise indications that the objects to be inspected may qualify as infringing goods.  

While previous case law required a considerable probability of existing infringement, in most recent case law, a certain degree of probability is regarded as sufficient.  As the Federal Supreme Court emphasised in its Fax Card decision, the claim cannot be randomly asserted against third parties who have an object in their possession that can only remotely infringe one's rights.  On the contrary, it requires the existence of a certain degree of probability.  The degree of probability depends on the level of interest the person has with the person responsible for the inspection claim.  Moreover, possibilities for the applicant need to be taken into account if the same has other reasonable means for proving infringement.  Thus, if the infringement may be proven by means of photographs in a product catalogue of the infringer, a right of inspection may not be given.  The Federal Supreme Court i.a. emphasises in the decision that if the inspection is needed to be able to prove an alleged infringement, and if the inspection is not in conflict with the interest of the party which has to accept the inspection, as a general principle, a substantial degree of probability that an infringement has occurred cannot be required.  In contrast to instances of patent infringement, in plant variety cases inspection of allegedly infringing plants typically does not reveal any secrecies.  Moreover, the degree of probability of a plant variety infringement shown by the applicant to the court should be relatively low.  If a secrecy interest has to be observed in exceptional cases, an appointed expert who is obliged to secrecy, may perform the inspection for the applicant.  He may reveal the knowledge obtained through the inspection only to the extent that will be necessary for the intended purpose of the inspection.

It may be necessary to be mentioned at this point that an inspection of possibly infringing goods may even be enforced through a preliminary injunction. 

In certain cases, it may be required to preserve pieces of evidence which are not with the rights holder or his licensees but with third parties, including the infringer.

German Civil Procedure Law provides proceedings for the preservation of evidence.  These proceedings may be initiated either before or after the commencement of an infringement suit.  The only requirement is that there is a real danger of evidence that could be lost.  Upon application, the court may order an inspection of the alleged infringing goods, witness testimonies or examination through an expert.  Moreover, in pending disputes with the court, a party may request the written opinion of an expert if it has a legal interest that the state of an object should be identified.  To make sure such an application will be followed by the court prior to commencement of proceedings, it is sufficient that the identification may avoid court proceedings.  One may proceed from the assumption that the preparedness of an alleged infringer to settle the matter out of court will typically be considerably increased if the aggrieved person has clear evidence at hand which proves infringement.  In these situations, the legal interest of the applicant is usually given.  

The application has to be filed with the court at which infringement proceedings are already pending.  If such proceedings have not yet been initiated, such court is competent which would be, according to the submission by the applicant, competent for an action on the merits.  

The application may be granted by an in-camera decision of the court under certain conditions which are usually given in plant variety infringement matters.  However, since the possibility cannot be excluded that the court will summon for a trial to decide the motion, it is advisable in certain cases to simultaneously apply for an interlocutory injunction.  This step is important to avoid the defendant potentially removing or destroying pieces of evidence from the location known to the applicant as a reaction to the summons for a hearing on the motion.  The motion for grant of an interlocutory injunction must be aimed at a court order prohibiting the defendant, under threat of a penalty, to be ordered by the court in case of contravention to use, remove or destroy until the end of the proceedings, relevant plant material which has to be specified (propagation material, plants, parts of plants or harvested material).

According to the legal situation in Germany, plant variety infringing activities may even be regarded as criminal acts.  It depends on the scale the infringement is performed on.  If there are, for example, indications that, due to the size of the assumed infringer and its business activities with regard to certain species, he has on his premises a considerable number of mother plants allowing him to produce thousands of cuttings over a certain period of time, such activities will fall under criminal acts as defined by the German Plant Variety Act.  As the Regulation on the Community Plant Variety Rights obliges the Member States to take all appropriate measures to ensure that the same provisions are applicable to penalise infringement of Community plant variety rights as they would apply in the matter of infringements of corresponding national rights (Article 107 of the EC Regulation on Plant Variety Protection), criminal provisions provided in the national laws will be applicable in cases of infringement of plant variety rights.  In cases in which circumstances are given which indicate an extent of infringing activities which characterise the same as criminal activities, a possibility would be given to apply with the public prosecutor for a search and seizure order.  I once had a case in which the search and seizure order was granted against vegetatively reproducible ornamental plants.  In this case, upon the court's order the public prosecutor sealed the greenhouses in which the plants were cultivated.  In another case, hundred thousands of canes of various apple tree varieties were seized a Dutch infringer had put on stock on a field in Germany. 

Whether these possibilities outlined briefly apply, of course, depends on the very specify facts of each individual case.  However, it is evident from such possibilities that effective means exist to fight against plant variety infringements.  Of course, one cannot hide the difficulties in enforcing plant variety rights, in particular, with regard to the difficulties involved in proving the infringement.  However, these difficulties are mainly caused by the lack of experience of the courts confronted with plant variety infringement matters.  For evident reasons, plant variety infringements have not occurred to such an extent like, for example, patent infringements.  Considerable difficulties are also caused by the fact that, due to the requests of plant breeders, the sometimes minimum distinctness in characteristics relevant for the protection are so minimal that extreme difficulties will be caused by the observation whether the suspected infringing material falls into the direct scope of protection of the possibly infringed variety.  Simultaneously, this shifts problems of collisions to the question of essentially derived varieties, considerably increasing the difficulties involved in establishment of facts of infringement in preliminary injunction proceedings. 

