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Mr President, Ladies and Gentleman,

First of all I would like to thank Mr Bart Kiewiet, President of the CPVO, for inviting me to give a presentation regarding “Procedural remedies in case of infringement of Community Plant Variety Rights” in the Netherlands.

COMMUNITY PLANT VARIETY PROTECTION

Community Plant Variety Rights is based on the Council Regulation (EC) No. 2100/94 of July, 27, 1994, which became effective on April, 27, 1995.

The EC-Regulation has direct effect.

An action based on community rights will therefore be handled in the same manner as an action based on national rights.

Proceedings in respect of infringement shall – in principle – be brought before the courts of the Member State in which the infringer is domiciled. (art. 101 of the E.C.-Regulation)

Legislation and jurisprudence of that Member State will be applicable too.

By virtue of article 13 of the E.C.-Regulation the holder of a Community plant variety right shall be entitled to effect the following acts in respect of entire plants, parts of plants or harvested material (inter alia flowers, end products) of the protected variety:

· production or reproduction (multiplication);

· conditioning for the purpose of propagation;

· offering for sale;

· selling or other marketing;

· exporting from the Community;

· importing to the Community;

· stocking for any of these purposes.

For these acts third parties shall require the authorization of the holder of the Community plant variety right.

The right granted is an exclusive right. The holder may make his authorization subject to conditions and limitations.

Infringing the exclusive right of the breeder gives rise to an unlawful act and based on article 6:162 of the Dutch Civil Code an action for tort can be instituted. Article 6:162 Dutch Civil Code stipulates that any unlawful act which results in damage inflicted upon another person places the person through whose fault such damage has been caused under an obligation of indemnification.

Acting intentionally in contravention of the said provisions is considered a criminal offence. If the infringing act is not intentional, then it is considered as a simple offence.

By way of example, I would like to mention a number of decisions given by the Dutch Courts in matters relating to the infringement of breeders’ rights:

The Courts have for instance ordered infringers:

a)
to refrain from all of the activities which fall under the exclusive right of the breeder;

b)
to refrain from
propagation for one’s own professional flower production;

c)
to refrain from selling flowers;

d)
to destroy all the plant material which the infringing party has under his control;

e)
to refrain from using a denomination other than the denomination under which the variety has been registered;

f)
to hand over to the breeder a list of suppliers and purchasers of the propagating material. In that case the grounds given by the Court were that if the breeder know the suppliers and purchasers of the infringer he would be able to conclude licence agreements with them or to take actions against further infringements. In such a way the breeder would be able to control whether the propagating material had been commercialized in a manner that did not jeopardize his rights;

g)
to compensate the breeder for the damages suffered.

Article 94 of the E.C.-Regulation is in conformity with this case law.

For the sake of good order, I want to point out, that the plaintiff has to prove that the defendant does infringe his right. Second, the plaintiff has to prove that the infringement is due to a fault of the defendant, that is to say that the defendant had full knowledge of the facts or ought to know that the variety in question was protected.

And finally the plaintiff has also to prove and evidence that he has suffered damages caused by the infringement which itself is due to the defendant’s fault.

Accumulating evidence is therefore essential.

Before moving on to the various regimes through which plant variety rights can be enforced, I would like to make a few comments on the subject of essentially derived varieties.

ESSENTIALLY DERIVED VARIETIES (EDV’s)
The exclusive rights of the breeder also apply to:

(a)
varieties which are essentially derived from the variety in respect of which the Community plant variety right has been granted, where this variety is not itself an essentially derived variety;

(b)
varieties which are not distinct from the protected variety; and

(c)
varieties whose production requires the repeated use of the protected variety.

Since the start of the UPOV-Convention in 1961 breeders of ornamentals have been very unhappy with regard to the problem of mutants.

Mutants were found or discovered by growers, while growing the protected variety.

A mutant is more or less distinct from its original parent in one or more characteristics for example the colour of the flower.

In this regard a lot has been said in respect of “minimum distances” in case of granting plant breeders’ rights (for different varieties).

Finally, in 1991, the principle of dependency was introduced in the UPOV-Convention of 1991.

By virtue of article 14 (5) (b) UPOV a variety shall be deemed to be essentially derived from another variety (“the initial variety”) when

(i)
it is predominantly derived from the initial variety, or from a variety that is itself predominantly derived from the initial variety, while retaining the expression of the essential characteristics that result from the genotype or combination of genotypes of the initial variety,

(ii)
it is clearly distinguishable from the initial variety and 

(iii)
except for the differences which result from the act of derivation, it conforms to the initial variety in the expression of the essential characteristics that result from the genotype or combination of genotypes of the initial variety.
The main question is whether a mutant is an “essentially derived variety” or not.

Contrary to the E.C.-Regulation, Article 14 (5) (c) UPOV 1991 gives some examples.

“Essentially derived varieties may be obtained for example by the selection of a natural or induced mutant, or of a somaclonal variant, the selection of a variant individual from plants of the initial variety, backcrossing, or transformation by genetic engineering.”

A mutant is explicitly listed as an example of an “essentially derived variety” so there is no doubt that a mutant can be qualified as an essentially derived variety.

However, the “essentially derived variety” - in order to be qualified as such - must have retained the expression of the essential characteristics that result from a specific genotype or combination of genotypes of the initial variety.

This requirement suggests a potential limitation. 

I want to explicitly point out, that the wording “while retaining the expression” of the essential characteristics (….) is missing in article 13 sub-clause 6 of the EC-Regulation. If this is done intentionally, and this is plausible because of the fact, that the text of the UPOV Convention and the E.C.-Regulation is quite the same for the rest in respect of this item, it is my view that the phenotype is not an important characteristic in respect of EDV’s especially in respect of mutants, if DNA-analysis shows more or less conformity.

A mutant is an essentially derived variety and must be considered as such, regardless of morphological differences with the parent variety.

Breeders in the ornamental industry would otherwise simply be fobbed off, and we might only speaking again about minimum distances, as we did for many years but now in relation to essentially derived varieties.

Recently, however, in spite of the fact that DNA-analysis showed clearly genetic conformity between an EDV-candidate (an induced mutant) and the protected parent variety, the Court of The Hague decided that the EDV-candidate – according to the variety-descriptions of the CPVO – is not an EDV because of the large number of different morphological differences with the protected parent variety. So therefore the Court did not answer the question whether the EDV candidate is a mutant or not
.

If the Court’s considerations in this matter are correct, than we are back in the sixties. Indeed, then we are speaking again about minimum distances.

Very disappointing I would say. It would not surprise you, that an appeal is lodged.

I would now like to go into the different ways in which plant variety rights can be enforced. I will discuss the possibilities a rights holder has on the basis of:

- The new Anti-Piracy regulation

- Preliminary injunctive relief and proceedings on the merits
- Cross-border actions, and

- The European directive on enforcement of IP rights

ANTI-PIRACY REGULATION
The anti-piracy regulation (“Regulation”) came into force on 1 July 2004. This Regulation authorises customs authorities of Member States to intercept goods that (suspiciously) infringe intellectual property rights (including plant variety rights) at the borders. This enables the rights holder to suspend the release and detain the infringing goods (for a limited period of time: 3 working days for perishable goods; 10 working days for non-perishable goods + extension for 10 more working days) before the goods come on to the market. The Regulation pertains to three types of goods, namely: counterfeit goods, pirated goods and goods which i.a. infringe national or Community rights. The Regulation is applicable to goods that come from outside the EEA and are introduced into the Community customs territory. The Regulation is equally applicable to in transito goods.
The application for customs action should contain as much detailed information as possible in order for the customs authority to readily recognise the goods in question. The application is free and can be made for one year with the possibility of extension. However, note that the application will have to be accompanied by a declaration from the rights holder accepting liability in the event the customs procedure is discontinued or the goods in question are subsequently found not to infringe an IP right. 
Once the goods in question are intercepted the rights holder will be informed. The rights holder may request the customs authority to provide information regarding the names and addresses of the consignee, consignor, declarant or holder of the goods, origin and provenance of the goods. The rights holder will also be given the opportunity to inspect the intercepted goods by taking samples and analysing them.

If the rights holder cannot settle the matter with the alleged infringer during detainment of the goods, the rights holder could choose to seize the goods and institute legal proceedings in order to prevent its entering the market. If the court finds that the goods are indeed infringing, these will have to be destroyed. However, court proceedings are time consuming.  Under the Regulation the rights holder may opt for a simplified procedure of disposing suspected goods.  
With the rights holder’s consent customs authorities may destroy the goods. This can be done once the rights holder has informed the alleged infringers of the suspected infringement and no (timely) reaction has been received. If however the alleged infringer contests the destruction, the infringement will have to established in legal proceedings.
PRELIMINARY INJUNCTION PROCEEDINGS
If the rights holder is not able to intercept allegedly infringing goods at the border or if the goods originate within the EEA (and the Anti Piracy Regulation is therefore not applicable), and if a demand letter has had no effect, he can choose to initiate preliminary injunction proceedings. This however requires the situation to be urgent. Urgency is in general established by the court in cases of infringement of IP rights. I note that the rights holder could be faced with a counter claim from the alleged infringer contending the validity of the IP rights of the rights holder.
In such proceedings, the rights holder can i.a. demand that the infringer be ordered to cease  and desist further distribution, promotion and sale of the infringing goods, provide information with respect to the producer of the goods, to surrender all the infringing goods or destroy them and send the rights holder (or his counsel) proof thereof, provide a statement certified by an accountant with regard to the amount of infringing goods sold and in stock, the price at which such goods were sold and to whom. The rights holder can further demand that the infringer be ordered to send a letter of rectification to its customers including – in theory - a recall of infringing products. All of the above demands can be subject to payment of a penalty by the infringer if he does not fulfil the order correctly or within the imposed time constraints. The judgement is usually given within 2 – 3 weeks of the oral hearing and is provisionally enforceable. 
I should however note that if the infringer decides to appeal the decision of the court, and the Court of Appeals decides that no infringement has taken place, the rights holder can be faced with a severe damage claim. Any penalties that the opposing party (alleged infringer) has paid to the rights holder however do not have to be paid back.
Preliminary injunction proceedings in IP related matters have to be followed by proceedings on the merits of the case within a reasonable period of time, as stipulated by article 50 para. 6 of TRIPs. However, since TRIPS does not directly protect plant variety rights, the reasonable term for instituting proceedings on the merits is likely not applicable. However, the preliminary injunction proceedings remain a provisional measure that is set aside by a decision on the merits of the case, which I shall move on to now.
PROCEEDINGS ON THE MERITS
Not only can such proceedings on the merits of the case set a side a judgement in preliminary proceedings, the court in the former proceedings are in no way bound by the decision of the judge in the preliminary proceedings. Further, case on the merits is the way to go if one is seeking damages. Damages are not awarded in preliminary injunction proceedings. Additionally, it is possible to provide evidence e.g. by hearing witnesses or experts, for which there is no room in preliminary injunctions. In order to protect evidence (of the infringing products) the rights holder can seize these products (prior to or during the proceedings). The consequences such seizure as mentioned before, similarly apply. On the down side, a case on the merits can take very long (at least 1 year, if you are lucky) and last up to few years before a judgement is given.
CROSS-BORDER INJUNCTIONS
In a number of IP related issues, Dutch courts have granted cross-border injunctive relief to the rights holder. The landmark case in this regard is the judgment of the Dutch Supreme Court in Lincoln v. Interlas
. The Supreme Court stated that, under Dutch law, anybody who in relation to any other person or legal entity is under an obligation to give something, do something or refrain from doing something, will be ordered to act accordingly by the Courts. According to the Supreme Court, there are basically no grounds to decide differently if such an obligation has to be fulfilled abroad, of course taking into account that in such a case this may be an obligation under foreign law. The sanctions therefore would basically be the same as those in strictly national cases. I however, note that injunctions that would not be available in the country where they have to be executed, will not be granted.
Normally it will be sufficient if one of the defendants is a Dutch inhabitant or legal entity. In cases where co-defendants have their domicile outside of the Netherlands, the Dutch Court may only assume jurisdiction over those co-defendants if there is a sufficient connection with the Dutch legal system.
It should be noted further that Dutch courts are supposed to observe reticence in imposing a cross-border injunction and should stay full proceedings in The Netherlands with regard to injunctions claimed for other countries if necessary. Curiously, in preliminary injunction proceedings the requirement is less strict and the Court will more easily give an infringement decision based on a provisional assessment of the likely outcome of a foreign invalidity action. In such a case the court may also grant a preliminary cross-border injunction.
Additionally, a closed contract-system will be very helpful in the fight against illegal cultivation, propagation and marketing of material of the protected variety. In several proceedings the Courts in The Netherlands have decided that the production abroad of a protected variety (in NL), even if that variety was not protected abroad, is unlawful.

The considerations in this regard were the following:

-
the situation involves a closed system of licensing enforced by the breeder;

-
any infringement of said closed contract-system shall be unlawful, if abuse of licensee’s non-performance towards the holder of the breeder’s right is intentional.

These cases dealt with direct or, as the case may be, indirect involvement of Dutch companies in illegal production abroad
.

I would finally like to touch upon the European directive on enforcement of IP rights which seems to be a culmination of (existing) possibilities a rights holder has to enforce his IP rights.

THE EUROPEAN DIRECTIVE ON ENFORCEMENT OF IP RIGHTS 
Member States will have to implement this Directive at the latest by 29 April 2006. The objective of the Directive is to approximate legislative systems so as to ensure a high equivalent and homogeneous level of protection (of IP rights) in the Internal Market. It should be noted that the Directive is without prejudice to the means which are or maybe provided for in Community or national legislation in so far as those means may be more favourable for rights holders. It could therefore be stated that the Directive is aimed at supplementing existing legislation rather than exhaustively dictating a new approach against infringement of IP rights. Unlike TRIPS, which does not explicitly protect plant variety rights, such rights fall within the scope of this Directive: the Directive pertains to every infringement of every type of intellectual property rights. 
The new Directive includes procedures covering evidence and the protection of evidence and provisional measures such as injunctions and seizure. It is interesting to note that the Directive allows for the possibility of blocking (and not only seizing) the bank accounts and/or other assets of the infringing party Remedies available to rights holders include the destruction, recall or permanent removal from the market of infringing goods, as well as financial compensation, injunctions and damages. The Directive also includes a right of information allowing judges to order certain persons to reveal the names and addresses of those involved in distributing the infringing goods or services, along with details of the quantities and prices involved. 

The Directive further signals to Member States certain measures (such as the publication of judicial decisions and the development of professional codes of conduct) that contribute to the fight against counterfeiting and piracy. 

Under the Directive, Member States will have to appoint national correspondents to cooperate and exchange information with other Member States and with the Commission. As well as benefits for rights holders, the Directive contains appropriate safeguards against abuse, ensures the rights of the defence and includes references to the protection of personal data and confidential information (e.g. in light of the extended right of the rights holder to obtain information on the source of infringement). 

The articles regarding evidence should increase the chances of success in legal proceedings for the rights holders.  However, we will have to wait and see to what extent this Directive will contribute to harmonising the fight against infringement and moreover, whether it will actually enhance the rights holders ability to fight infringement.
-----

As a final note, I would like to thank my colleague Trevin David and the IP department of BarentsKrans for their contribution. And I thank you for your attention.
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