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Distinctness

A. Distinctness in the grant process

The German rule in § 3 of the Plant Variety Rights Act (SortG) is as follows:

(1)1 A variety is distinct if it is clearly distinguishable by reference to the expression of at least one of its particular features from any other variety whose existence is a matter of common knowledge on the date of application. 2The Federal Plant Varieties Office (Bundessortenamt) will, on request, for every species, communicate the characteristics that it regards as being definitive for the distinctness of the varieties of this species; the characteristics must be capable of being identified and described accurately.

(2) A variety is a matter of common knowledge in particular if

1.
it has been entered in an official register of plant varieties,

2.
its entry in an official register of plant varieties has been requested and the request has been granted, or

3.
propagating material or harvested material for the variety has already been marketed for commercial purposes.

Article 7 of the International Convention for the Protection of New Varieties of Plants (UPOV) also regulates distinctness. Article 7 of the Community Plant Variety Rights Regulation (CPVR Regulation - 2100/94) contains an essentially parallel rule:

Distinctness

(1) A variety shall be deemed to be distinct if it is clearly distinguishable by reference to the expression of the characteristics that results from a particular genotype or combination of genotypes, from any other variety whose existence is a matter of common knowledge on the date of application determined pursuant to Article 51.
(2) The existence of another variety shall in particular be deemed to be a matter of common knowledge if on the date of application determined pursuant to Article 51:
a) it was the object of a plant variety right or entered in an official register of plant varieties, in the Community or any State, or in any intergovernmental organization with relevant competence;

b) an application for the granting of a plant variety right in its respect or for its entering in such an official register was filed, provided the application has led to the granting or entering in the meantime.

The implementing rules pursuant to Article 114 may specify further cases as examples which shall be deemed to be a matter of common knowledge.

The national rule has been adopted in place of that in § 2 (1, 2) Plant Variety Rights Act 1968, according to which clear distinctness was treated as an aspect of novelty, 
 although in practice distinctness was already regarded as an independent condition for protection. 
 The provision was amended by the Product Piracy Act (Produktpirateriegesetz) ("for commercial purposes" instead of "commercially") and was published as an amended version of the Plant Variety Rights Act in 1997.

General

The relevant provisions make it clear that distinctness is an independent condition for protection. 
 With its condition that a new variety must be "clearly distinguishable", the Act itself has set the standard for what degree of deviation is necessary in order to recognize the modified form as variety which differs from the initial variety and that is capable of protection in its own right. 
 Plants which derive from the same generative propagation can in each case constitute separate varieties. 
 The Act makes no provision for the approval of distinctness on grounds of equity. 

Concept

1. General. Distinctness is deemed to exist according to the revised version of the first sentence of § 3(1) SortG, as amended in 1997, if the variety is clearly distinguishable by reference to the expression of at least one particular feature 
 from any other variety whose existence is a matter of common knowledge on the date of application. On the other hand, Article 7 of the Community Plant Variety Rights Regulation takes account of the expression of the characteristics resulting from a single genotype or a combination of genotypes. The genotype is, however, included in national law through the variety definition given in § 2(1a) SortG. Distinctness is thus fundamentally easier to achieve if a larger number of characteristics is examined; on the other hand, there is greater legal certainty if only a small number of characteristics is considered. 

2. Particular features. The relevant national provision uses the term "particular" feature, because the previous use of "important" feature had led to misinterpretations as to what constituted an important feature in the assessment of the value of a variety. 
 The scope of the plant variety right depends critically on the interpretation of this term. 
 The amendment of 1997 makes it clear that the existence of value is not essential. 
 According to the basic principles drawn up by UPOV (see Article 30 ff. UPOV Convention), varieties must be distinct in the botanical sense. 
 The particular features are referred to in the Convention as a criterion not of distinctness, but only of uniformity and stability. Consideration is given to qualitative characteristics (e.g. growth habit, stem filling) and quantitative characteristics (e.g. number of blooms, yield, but also e.g. repeated flowering in the case of ornamental plants). 
 Stability as such is not a feature within the meaning of the provisions. 

Since 1985, the German Act no longer concludes with a reference to morphological and physiological features. Morphological features are characteristics of the external appearance, such as the form and colour of the pistils, roots and leaves, the number, colour and shape of the blooms, the shape, form and colour of the fruits, and the visible internal structure of the plant. 
 Physiological features (relating to value; performance; these are not directly perceptible qualities such as yield, content of particular substances, e.g. sugar content of sugar beet, oleic acid content of oilseeds; climatic compatibility, resistance, durability of the variety or its fruits or blossoms 
) have not to date formed the basis for distinctness testing as a general rule, 
 although there is no fundamental reason why they should not be considered. A particular feature can also be cytological (cell-related) or biochemical feature. 
 Peculiarities in the genome can also constitute particular features (the wording of Article 7 of the Community Plant Variety Rights Regulation indicates that only specific differences resulting from the genetic structure may be taken into consideration 
).

The features are determined in accordance with general scientific findings and usually with international agreement for the individual species and groups of species. 
 In view of the botanical details that have to be taken into account, the features should be selected by the Federal Plant Varieties Office and notified to the interested parties on request (Paragraph 1, sentence 2); 
 in this way – unlike the practice of the Community Plant Variety Office 
 – the authorities’ margin for discretion is limited, to the extent that each applicant can request consideration of these – and only these – features. 

The Federal Plant Varieties Office has some discretion in the selection of features, of which it is duty-bound to avail itself; mistakes made in the exercise of that discretion can be examined in the courts. Unsuitable criteria (e.g. plant height in the case of plants for hanging baskets of the species Sutera 
) must not be taken into consideration, and nor may criteria whose inclusion is not provided for; protection can only be achieved here by producing a cross with a characteristic which establishes distinctness. 

The particular features of a variety can change in the course of time; this can lead to double protection when varieties which differ in respect of additional characteristics which were not previously considered are registered again. 
 In infringement cases, too, this can give rise to problems if the form involved in the infringement exhibits a distinguishing characteristic that was not previously considered. 
 A UPOV working group on Biochemical and Molecular Techniques and DNA-profiling has been appointed to monitor this area. 

3. Clear distinctness. It must be possible to identify and describe the characteristics accurately (Paragraph 1, sentence 2). 
 Minor variations are not sufficient. 
 The use of the term is intended to take account of any variation in the expression of features for environmental reasons. 
 An expert must be capable of recognizing the differences beyond any doubt, by drawing on his specialist knowledge, although they need not be totally obvious. 

At least one particular feature must be clearly distinguishable in the variety, since unclear conditions can arise in the case of only minor differences. 
 The term "clearly" is an unspecific legal concept, which must be interpreted in accordance with the tenor and purpose of plant variety rights law. 

4. Comparison

a. Basic principle. A comparison must be made with every other variety that is a matter of common knowledge on the date of application. In terms of content this corresponds to the rather differently formulated rule in the 1968 Plant Variety Rights Act. 

b. The relevant date is the date of application; under § 23(2) SortG and in accordance with the 1968 provisions, for the purposes of the question of the common knowledge status of the other variety, this involves some element of priority, 
 although for the purposes of the differences it is the date of application that is decisive.

c. Other variety. According to the case-law of the Federal Patent Court, given the tenor and purpose of the provisions, the definition of variety in § 2(1a) SortG cannot be used here. A plant grouping that is not uniform thus cannot be considered as a different variety, because only groupings which differ clearly from existing groupings, regardless of their uniformity, stability and novelty, and which achieve the necessary standard of cultivation for protection, merit protection. The results of cultivation which are of a lesser standard cannot therefore constitute grounds for refusal; an insufficiently uniform grouping is not a suitable basis of comparison for distinctness testing. 
 It is difficult to reconcile this with the scope of the definition provided by the Act, which does not take account of uniformity. The other variety must no longer be available on the date of application, as was the case with the previous legislation; it is sufficient for it to be a matter of common knowledge. 
 The vague possibility of the comparative material used for testing distinctness being an illegal reproduction of the variety in respect of which an application for the plant variety right has been made, is not sufficient to raise relevant doubts about the identity of the comparative material with the variety used for testing whose existence was a matter of common knowledge on the date of application. 
 The correctness of the denomination of the comparative material is not critical to the definition of common knowledge. 

§ 3(2) SortG, as amended in 1997, explains when the other variety is a matter of common knowledge, by providing a non-exhaustive list of examples of rules (see also UPOV TGP/3.2.); in the case of Community plant variety rights, Article 7(2) of the Community Regulation requires that the variety should be the object of a plant variety right or entered in an official register of plant varieties, or that an application therefor has been made and granted in the meantime; 
 given that here too we are dealing with examples, there is no substantive difference with national law. The decisive factor is that the general public has the opportunity to learn of the characteristics of the variety for which protection is being sought. 
 The criteria can also be met if the living plant material is maintained in a collection to which there is public access (e.g. a Botanical Garden). 
 They can also be met in another country. 
 It is sufficient for them to be met in any Member State. 

Cases of the entry of the other variety in an official register of plant varieties (No 1) are covered, followed by applications for such an entry, providing the application is subsequently granted. 
 In such cases, the entry must have been made before the date of application determined pursuant to Article 51. 
 If the application is made with the intentional submission of material of another variety, this does not prevent the variety being common knowledge or therefore its being considered for testing. 

The new 1997 version of the Act removed the "accurate description of a variety in a publication", since the existence of a variety cannot be generally regarded as certain as a result of publication alone. 

Any commercialisation (No 3) that has taken place is also covered. 

The other criteria omitted, namely "cultivation in a comparative collection" and the "application for the granting of a plant variety right and the approval of the variety in accordance with the Seeds Commercialisation Act (Saatgutverkehrsgesetz)" in accordance with § 3(2) Sentence 2 SortG (old version) are regarded as being covered by the remaining provisions. 

Testing

Testing ("register testing" in contrast to "value testing" for the approval of seed) predominantly takes the form of "appraisal" (evaluation and grading of plant stocks) 
 in accordance with test guidelines, which are drawn up mainly by the Federal Plant Varieties Office, and in part also by UPOV. 
 The Community Plant Variety Office is required to test in accordance with test guidelines issued by the Administrative Council and any instructions given by the Office 
 (Article 56(2) Community Plant Variety Rights Regulation; Article 22 Community Plant Variety Rights Implementing Regulation). Decisions in other States are not binding. 
 Consideration can also be given to special tests for an individual plant variety, although these will set new standards for subsequent cases. 
 A special test was turned down in appeal proceedings, because it was requested for the first time only at the oral hearing. 
 If the number of sample plants for testing is too small, this can have an adverse influence on the effectiveness of the testing. 

In the case of varieties of vegetable species and of agricultural plant species, the Federal Plant Varieties Office is required, in testing, to take into account at least the features referred to in Directives 72/168/EEC 
 and 72/180/EEC, 
 in each case as amended by Directive 2002/8/EC, 
 and the requirements mentioned therein in respect of the performance of tests (§ 6(1) Sentence 2, Order on Proceedings before the Federal Plant Varieties Office (BSAVfV) as amended for the third time on 22.8.2002 
).

B. Claims for abstraction and infringement

For abstraction, see Case Study, Case 1

For infringement, see Case Study, Cases 2 - 4

Scope of protection in plant variety rights
1. Basic principle. The scope of the protection afforded by a plant variety right is the area of the variety that is determined by the combination of the established expressed characteristics. 
 This is individualized by the description of the variety. 
 No distinction is made between important and unimportant characteristics. 

2. Extent of identity. Firstly this covers the extent to which the established expressed characteristics are identically produced. If literally all the characteristics are produced this always represents an infringement. 
 Genetic identity, which can be evaluated by means of DNA analysis, has in principle been regarded as a suitable basis on which to confirm identity, although it depends on the circumstances of the particular case. 

3. Certain expected variations also fall within a tolerance area, occasionally referred to as an "equivalence area" (which should be avoided in order to exclude confusion with the accepted principles of patent law). 
 There are different assessments of the actual extent of this area. By application of the original rules of the Federal Plant Varieties Office for register testing, 
 case-law has taken into account whether the differences lie within a class; 
 if the characteristics or scope of protection overlap this is not prejudicial. 
 The later rules of the Federal Plant Varieties Office for testing the distinctness, uniformity and stability of plant varieties 
 no longer speak of class in this context; account is taken of all expressions which belong to the same level of expression, whereas in the case of characteristics which are treated as qualitative characteristics, any fluctuations are taken into account in the determination of the distinctness. 
 It has therefore been suggested that account should be taken of the functional importance of the characteristics, 
 although this has met with opposition. 

Propagating material which differs from the protected variety in respect of individual characteristics (e.g. colour of the blooms) has also been included in this area as far as unstable deviations occurring as a consequence of point mutations are concerned, which do not lead to a clear difference in the expression of at least one important characteristic. 

Issues of substantiation and proof
In order for an action to be substantiated, it should be sufficient for plants from a competitor to have been seen at a trade fair which exhibit the typical characteristics of the protected plant, which are recognizable to an expert at first glance. 

The proof of infringement is traditionally linked to the phenotype of the plant, although this need not be conclusive. Proof is traditionally obtained by growing the material under suspicion (which, as indicated in § 10 SortG and Article 13 of the Community Plant Variety Rights Regulation, need not be a variety) for a single vegetation period. 
 The criteria for the grant process are applicable neither as regards the number of comparative plants nor in the duration of the comparative cultivation. 
 Proof of infringement in respect of a single plant can be sufficient according to case-law. 
 In the opinion of the Oberlandesgerichthof (OLG) Karlsruhe (higher regional court), the comparison must be restricted to the external characteristics ("botanical" comparison), genetic analysis being prohibited by law. 
 This cannot, however, include cases in which the "particular features" that were considered in granting the plant variety right also included distinctive features in the genome. 
 The Düsseldorf case-law fundamentally takes into account the genome analysis. 
 Examinations in which fingerprints are obtained by means of DNA analysis are accordingly entirely suitable for establishing existing genetic identity between the plants, so that if one of the plants under comparison in a case is found to belong to a protected variety, the other plant also belongs to this variety. 
 Three differences in more than 200 DNA fragments (genetic identity of 99.985%) were regarded as relevant for the purposes of infringement. 
 With the introduction of an increasingly large number of varieties, the introduction of regulations on derived varieties and the use of genetic engineering, the use of genetic methods of proof is also gaining in importance. 
 The evidence could present problems in particular if the infringing party were to claim that the material used by him was derived from independent cultivation; 
 the provisions of § 10(2) SortG and Article 13(5 & 6) of the Community Regulation have at least been of some assistance. 
 It has been requested in the interests of adequate protection that the requirements regarding proof and the substantiation thereof should be set no higher than is necessary to ensure that the property right is not deprived of its function of rewarding the breeder for the results of his plant breeding activities. 

Case studies (Nos 1 and 2 have the same plaintiff in each case, but different defendants):

1. Barbara

Bundesgerichtshof (BGH), judgement of 29 June 2004 – X ZR 203/01 "Barbara", GRUR 2004, 936 = WRP 2004, 1391, (Calluna Case) also at www.bundesgerichtshof.de.

Preceded by:

Düsseldorf Higher Regional Court (OLG), judgement of 13.9.2001 – 2 U 29/98 (Verena) – set aside by the BGH, in so far as the case was dismissed

Düsseldorf Regional Court (LG), judgement of 15.1.1998 4 O 186/95

The plaintiff runs a plant breeding establishment for common heather (Calluna) and is the holder of the plant variety rights for the varieties "Anette", "Fritz Kircher" and "Alicia". The defendant propagates and sells Calluna plants in his establishment. In November 1991 and in November 1992, he participated in shows of new varieties arranged by the plaintiff. In November 1993, the defendant submitted seven plant variety right applications to the Federal Plant Varieties Office, including applications for the Calluna specialities "Verena", "Barbara", "Schnee" and "Heidi"; he stated that these were mutants of the non-protected variety "Marleen". The Federal Plant Varieties Office granted a plant variety right for "Verena" and "Barbara". The applications for "Schnee" and "Heidi" were subsequently withdrawn by the defendant. The plaintiff applied inter alia for the assignment of the property rights and the setting of the level of liability for damages. The Düsseldorf Regional Court ordered the defendant to assign the plant variety right for the variety "Barbara" and dismissed the case in respect of the variety "Verena". The Düsseldorf Higher Regional Court, on the other hand, ordered the defendant to assign the plant variety right for the variety "Verena", which plant was the same as the plaintiff's clone "Kn 302", and inter alia dismissed the case in respect of the variety "Barbara". The expert witness called in each case presented and compared parts of the chromosomal genetic substance (DNA) in the form of DNA fingerprints (22 evaluated banding patterns matched, and eight more could not be evaluated); the Higher Regional Court also considered witness statements. The court found that the abstraction of the variety "Barbara" from the plaintiff's stock was not proven. According to the examinations conducted by the expert appointed by the court, although the plants of the defendant submitted to the Federal Plant Varieties Office were found to be related to the plants of the plaintiff, they were not found to correspond to such an extent that it was possible to reach the conclusion that they plants were derived from those of the plaintiff. It was possible to establish, however, that the claim that the plants were mutants of the variety "Marleen" was false. Nevertheless, it was not possible with adequate certainty to arrive at the conclusion that the plants could only have originated from the plaintiff's stocks. All that could be established was that the defendant's variety "Barbara" was related to the plaintiff's variety "Fritz Kircher". Conformity had only been demonstrated in 24 out of 30 bands, i.e. 80%. The differences were so great that the various plants represented separate varieties, and for this reason the Federal Plant Varieties Office had granted variety rights for both plants. There was a possibility that the defendant had obtained the plants from someone other than the plaintiff. 

The Federal Supreme Court (BGH) set aside the judgement of the Higher Regional Court in response to the appeal by the plaintiff, in so far as the case was dismissed, and in so far as the case was referred back to the Higher Regional Court because the parties had not claimed or suggested that the defendant could have obtained plants or parts of plants of the variety "Barbara" from a third party. However, even if this had been the case, the defendant would have been unauthorized in relation to the plaintiff as the original breeder and obliged to assign any rights had he not undertaken any breeding measures and had all legal remedies not been exhausted. The close degree of relationship set forth by the expert witness possessed at least inferential significance, in that the expert opinion demonstrated that the group of plants, in the course of at least one or two vegetation periods, must have developed from original material of the plaintiff. The assessment that they constituted separate varieties changed nothing. The court of second instance had omitted to take an overall view.

2. Melanie

Karlsruhe Higher Regional Court (OLG), judgement of 24 May 2004 – 6 U 216/03 - Botanical comparison (Calluna vulgaris); GRUR-RR 2004, 283

preceded by:

Mannheim Regional Court (LG), judgement of 12.9.2003 – 7 O 810/00 "Melanie, Amethyst"

granted appeal pending: BGH X ZR 93/04

The plaintiff, a breeder of heather plants, is the holder of the national plant variety right for the common heather (Calluna) variety "Melanie" and the Community plant variety right for the variety "Amethyst". The defendant is responsible for making purchases on behalf of a garden centre group established throughout Germany. The plaintiff accuses the defendant of marketing unlicensed plants of these protected varieties via the garden centres. The defendant has declared in its defence that it was not selling the plaintiff's varieties, but rather the varieties "Mont Blanc" and "Alexandra" from a French breeder (joined party (1)) that are protected by the Plant Variety Right Office in France via the joined party (2), which differ from the varieties that are protected for the plaintiff. The Mannheim Regional Court obtained an expert report on the identity of the varieties commercialised by the defendant with the protected varieties. The court ordered the defendant to desist and set the level of its liability for damages. The expert witness had planted the plants to be examined at the Rethmar testing station of the Federal Plant Varieties Office and had recorded 22 plant characteristics on the basis of the national test guideline for common heather of 1.1.1996 and using the provisional UPOV test guideline for common heather in the test period 2001. Seven plant samples were found to correspond in all characteristics to the variety "Melanie". In response to the objection by the joined party that at least 30 control plants should have been grown, the Regional Court explained that the infringement action was concerned only with the identity with an existing variety. The same applied in respect of the question of the number of vegetation periods over which identity needed to be demonstrated. The plant variety right granted in France was of no consequence, because the only question to be examined was whether there had been any infringement of plant variety rights applicable in Germany.

According to the appeal judgement by the Karlsruhe Higher Regional Court, the lower court had been right to base its decision on the direct comparison of the external characteristics of the plant material submitted as the forms of expression in question with the characteristics of the rights that were the subject of the action because, pursuant to § 2 No 1a SortG and Article 5(2) of the Community Regulation, the expression of the characteristics defined the protected variety. The comparison was required, on the basis of the formulation of the rights that were the subject of the action, to relate to the external characteristics, i.e. to what the defendant referred to as morphological-phenological characteristics, because in the decisions to grant the rights that were the subject of the action, the protected varieties had been determined by these external characteristics of the plant, vigour, mature leaf, blooming vigour, inflorescence, bud, flower bud and bloom. A genetic analysis of the genetic features of plants of the protected variety and the forms of expression in question were prohibited on legal grounds alone. The scope of protection afforded by the plant variety right was determined solely by the characteristics of the variety included in the "claim" (in my opinion, the court has overlooked the fact here that a "claim" cannot be formulated in plant variety rights law – unlike in patent law). With this description of what the content of the protection can be made to constitute by the decision to grant the right, account had to be taken only of the phenotype of the described plant variety. The genotype, that is to say the molecular structure of the genetic material of the plant, was not mentioned in the decision to grant the right, was not included in the wording of the claim, and was thus without significance in determining the substance of the right. For the purposes of comparison (of the external characteristics), the plants submitted as the contested material suitable for propagation were to be considered, and not the propagating material produced from them. The botanical comparison had to relate to the plant material itself that was regarded as causing the infringement, and not to whether the propagating material derived from it also exhibited the characteristics of the rights that were the subject of the action. The comparative cultivation which was essential to the assessment of novelty (in other words to assess whether protection should be granted) had other purposes. The intention was to establish the distinctness and uniformity (stability is not mentioned) of the variety. It was necessary for this purpose for the plants, even after lengthy planting and after propagation, still to exhibit the characteristics which they exhibited as members of the variety. In examining of the question of infringement, on the other hand, emphasis had to be placed on whether the plant material actually used exhibited the characteristics of the right that was the subject of the action; if so, use thereof had to cease and liability for damages existed. In particular, the assessment of identity did not have to be conducted in accordance with the principles of the Federal Plant Varieties Office for the testing of distinctness, uniformity and stability and the relevant UPOV guidelines. Demonstration of identical characteristics always constituted an infringement, and the infringing party could not defend itself on the grounds that all material exhibiting the characteristics belonged to another variety. Nor was it necessary to examine the required number of plants, as the effectiveness of the rights would otherwise be intolerably reduced, contrary to the intentions of the Act. The defendant should not have limited himself to purchasing from an experienced supplier.

The appeal allowed by the Karlsruhe Higher Regional Court has been lodged, although it has not yet been heard. The appeal by the defendant first refers to the fact that the requirements for a "cascade solution" (procedure at an earlier stage of infringement) had not been met. Nor did the description of a variety provide any basis for establishing an infringement solely on the basis of individual plants. The natural range of variation in the plants also had to be taken into account in determining the infringement. For this reason, sufficiently large groups of plants had to be compared with one another. The right in respect of the variety offered no protection against the marketing of individual ornamental plants, which were morphologically identical to the characteristics of the description. On the contrary, the form of expression in question had to affect the scope of protection afforded by the patent concerned in the action as a variety. Accordingly, in determining the characteristics of the material in question, the process used should in principle be the same as for the determination of the features of the protected variety. An infringement could only be said to exist if the expression of characteristics established from morphological observations derived from a particular genotype or a particular combination of genotypes. The possibility that the expression arose for other reasons had to be excluded. The comparative cultivation process had to exclude imponderables associated with natural variations. The principles for the testing of distinctness were thus admissible in infringement proceedings. Because of the need for accountability in connection with Community plant variety rights, a submission to the European Court of Justice is proposed.

The appeal by the associated party also makes reference to the "cascade solution" and the absence of a relevant submission by the plaintiff. Furthermore, no observations had been made in respect of the "length of the flowering period" characteristic. A change to the test guidelines could not result in a retrospective change in the scope of the protection. Plants of another variety could, within the context of the possible range of variation, occasionally exhibit the characteristics of the protected variety. Accordingly, it was not permissible to establish an infringement on the basis of a single plant or a small number of plants. This was evident from a permissible deviation of 2:30.

3. Cape Daisies (SEASIDE and BRIGHTSIDE)

Düsseldorf Higher Regional Court (OLG), judgement of 16 May 2002 – 2 U 152/01 (not published, final judgement - temporary injunction)

Preceded by:

Düsseldorf Regional Court (LG), judgement of 16.10.2001 – 4a O 265/01

The applicant is the holder of the Community plant variety right for the Osteospermum (Cape Daisy) varieties "SEASIDE" and "WILDSIDE", among others. The opponent has supplied Cape Daisies under the denominations "Passion pink" and "Passion purple" to horticultural businesses. The applicant submitted DNA analyses prepared by IdQ BV, from which identity was established. As a result of this, at the request of the applicant, the Regional Court issued a restraint order in respect of the varieties "SEASIDE" and "WILDSIDE". In the appeal proceedings, the opponent claimed that it had supplied plants of various other varieties that are protected by Community plant variety rights. The examination methods used had not been appropriate to disclose plant variety right infringements. The Regional Court accordingly set aside the injunction and rejected the application. The applicant’s subsequent appeal was unsuccessful. The Higher Regional Court stated that sales under the unprotected denominations "Passion pink" and "Passion purple" suggested that there had been no marketing of other protected varieties, because these may only be marketed under their variety denomination. It could not be concluded from this, however, that the varieties "SEASIDE" and "WILDSIDE" had been marketed; cuttings of other varieties could also have been involved. Examinations, in the course of which fingerprints were obtained by means of DNA analysis, were entirely suitable to establish the presence of genetic identity between the plants under examination, so that if one of the plants compared was found to belong to a protected variety, it was clear that the other plant also belonged to this variety. At the same time, the examination reports submitted in this case were insufficient to substantiate identity. For example, the coefficient of similarity had not been given. It also had to be assumed that the examinations had been incorrect for certain reasons which were explained in greater detail. The photographs that had been submitted in addition were insufficient, because they did not enable all the characteristics to be perceived.

4. Osteospermum (Cape Daisies Lemon Symphony and Seimora)

Düsseldorf Higher Regional Court (OLG), judgement of 11.3.2004 – I-2 O 95/03, GRUR-RR 2004, 281 = InstGE 4, 127 (final judgement – temporary injunction)

Preceded by:

Düsseldorf Regional Court (LG) 4a O 191/03

The applicant is the holder of the Community plant variety right for the Cape Daisy (Osteospermum ecklonis) varieties Lemon Symphony and Seimora. The opponent sells young plants cultivated at its establishments under the denominations Summerdaisy’s Alexander and Summerdaisy’s Maxima, for which it has requested Community plant variety rights under the denominations SUMOST 01 and SUMOST 02. They are alleged not to be distinct from the varieties of the applicant. The applicant accordingly applied for a prohibition order. The opponent cited, inter alia, differences from the characteristics in the decision to grant the right and also claimed that the supposed examples of the protected varieties in fact belonged to other varieties that are not protected in Europe. The application for the imposition of a temporary injunction was rejected by the Regional Court. The appeal by the applicant was unsuccessful. The Higher Regional Court found that no infringement had been substantiated. The combination of the expressed characteristics in the decision to grant the right was definitive for the scope of the protection. The judge hearing the infringement case was bound by those characteristics, and he could not relativise them by differentiating between those that were important for the function of the protected variety and other. Also included in the scope of the protection, however, was the tolerance range, which included certain expected variations. This tolerance range should not be extended too far, however, for reasons of legal certainty and the binding nature of the decision granting protection; its limits could only be determined, if it was known which concrete variations could be expected. In determining its limits, it was necessary not least to take account of when, in accordance with the practice of the granting authorities, characteristics of the variety to be tested were considered to be distinct from those of other varieties, so that the necessary criteria for granting protection are met. If a plant was to be granted a plant variety right of its own, it could not fall within the tolerance range. The varieties in question all exhibited a series of deviations, which led to different levels of expression. The report on the testing outdoors of the varieties in question of the plants that were to be compared with the plants of the applicant, in each case indicated characteristics which corresponded to the stated characteristics, completely in the case of Summerdaisy’s Alexander and almost completely in the case of Summerdaisy’s Maxima. However, this did not necessarily have to be taken to mean that the plants in question were not distinct from the varieties involved in the case, but could equally be attributed to the fact that the plants used in the comparative cultivation had not, for their part, belonged to the varieties involved in the case. One indication of this was that the licensee of the applicant had included other variety denominations in its catalogues for many years. No clear and substantiated justification was found for the claim that the deviations from the combination of characteristics in the decisions to grant protection noted in the cultivation out of doors in the summer of 2003, which occurred not only in the plants of the opponent, but also in the plants of the licensee of the applicant, were attributable only to the considerable heat and dryness in the summer of 2003. Infringement of the plant variety rights of the applicant had thus not been adequately substantiated. The reports by the State Research Station in N. also failed to substantiate the claim that the plants in question were not distinct from those of the varieties involved in the proceedings within the meaning of Article 7 of the Community Regulation. The examinations which formed the basis for the reports did not indicate complete identity of the DNA fragments examined, the similarities having amounted to only 87.1% - 94.6% and 90% - 97.3%. There was no need to rule on whether such values were adequate to regard the compared varieties as not distinct, because it was already unclear whether the varieties included in the comparison were in actual fact plants of the protected varieties. Nor was there any evidence that the varieties concerned were essentially derived varieties.
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