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Measures taken by customs authorities to combat piracy and counterfeiting

Legal overview of Regulation (EC) No 1383/2003

I. Introduction

By Regulation No 1383/2003, the Council introduced further measures to combat piracy and counterfeiting on 22 July 2003. The regulation governs the action taken by customs authorities in relation to goods suspected of infringing an intellectual property right before or during customs clearance. That is because customs controls at the external borders of the EU are the most effective means of preventing the introduction of unlawful goods on the Community market.

The regulation entered into force on 1 July 2004.

Regulation No 1383/2003 builds on the experience gained from applying preceding Regulation No 3295/94 and replaces it entirely.

On account of the increasing harmonisation of intellectual property rights, an extension of its scope has become necessary for customs action. For that reason, national and Community plant variety rights were also specifically incorporated into Regulation No 1383/2003 as rights worthy of protection. The regulation is accompanied by implementing Regulation No 1891/2004.

Below, an attempt is made to demonstrate, with particular reference to plant variety rights, when Regulation No 1383/2003 applies and which conditions are to be taken into account in relation to customs action.

II. Scope of Regulation No 1383/2003

The following conditions must be satisfied before action can be taken by the customs authorities: 

1. Situations in which the goods must be placed (Article 1)

The customs authorities may take action where goods suspected of infringing an intellectual property right are placed in the following situations:

(a)
when they are entered for release for free circulation, export or re-export (Article 61 of Regulation (EC) No 2913/92)

or when they are found during checks on goods

(b)
leaving or entering the Community customs territory (Articles 31 and 183 of Regulation (EC) No 2913/92);

(c)
placed under a suspensive procedure (Article 84(1)(a) of Regulation (EC) No 2913/92);

(d)
in the process of being re-exported subject to notification (Article 182(2) of Regulation (EC) No 2913/92);

(e)
placed in a free zone or free warehouse (Article 166 of Regulation (EC) No 2913/92).

2. Goods infringing an intellectual property right (Article 2(1))

Regulation No 1383/2003 provides for three goods categories under which an intellectual property right is infringed: counterfeit goods, pirated goods and, finally, a third category which encompasses goods which enjoy special national or Community protection.

National and Community plant variety rights of the kind provided for in Regulation (EC) No 2100/94 are expressly listed in this third category as rights capable of being infringed under Article 2(1)(c)(iii).

3. Goods excluded from the scope of the regulation (Article 3)

(a)
Article 3(1), first subparagraph

The regulation does not apply to goods which are protected by a plant variety right and which were manufactured with the consent of the right-holder but are placed in one of the situations of customs declaration or checks referred to in Article 1(1) without the latter’s consent.

(b)
Article 3(1), second subparagraph

The goods referred to at (a) are also excluded from the scope of the regulation where they have been manufactured under conditions other than those agreed with the right-holder.

The exceptions referred to at paragraphs (a) and (b) above are intended to exclude a situation whereby neither of the parties can rely on Community law in any private litigation between a right-holder and an importer. This is particularly so in the case of ‘parallel’ sales, in which original goods are placed on the market outside the official distribution chain (‘grey market’). 

This exclusion is a consequence of the experience gained from the preceding regulation, which showed that customs action could be exploited to prevent the importation of lawful goods of other competitors or the parallel importation of non‑counterfeit goods into the Community.

(c) Article 3(2) 

Finally, the regulation does not apply to goods contained in a traveller’s personal baggage. However, in this case it is a condition that the goods are not commercial in nature and do not exceed the limits of the duty-free allowance and that there is otherwise no indication to suggest the goods are part of commercial traffic.

However, in no event do the customs authorities decide either in procedural or in substantive terms whether a right has been infringed by the suspect goods which they have detained. This decision is reserved solely to the national courts.  

4. Who is entitled to lodge an application?

Under Article 2(2) of the regulation and Article 1 of the implementing Regulation, an application for action may be lodged by (a) the right-holder, (b) persons authorised to use the right or (c) the representative of the right-holder or person authorised to use the right.

(a)
Right-holder

Under Article 2(2) of the regulation and Article 1 of the implementing Regulation, this includes the holder of a plant variety right. 

To prove that he holds the right, the right-holder must furnish relevant proof that he has registered or applied for the right with the competent office. A copy of registration from the database of a national or international office may be considered to be proof.

The holder of a Community plant variety right must have evidence confirming the existence of his right provided by the CPVO.

Proof that a right is held may generally be submitted as a copy. However, the customs authorities may at any time ask that the original be submitted.

(b)
Person authorised to use a right

This can be a natural or legal person who, on the basis of a contractual authorisation, is authorised to use a plant variety right. This person must furnish proof of his authorisation and also of the registration of the right‑holder’s right.

(c)
Representative of the right-holder or person authorised to use the right

A representative can be a natural person, a law firm or an association etc. which is empowered to act on behalf of, and at the expense of, the right‑holder or person authorised to use the right.

The representative must furnish proof of his authorisation to act, of the registration of the right-holder and, where he acts for the person authorised to use the right, proof of that person’s authorisation to use it.

In view of the requirements which are laid down in particular in relation to the validity of documents issued abroad, the provisions of the relevant Member State must be complied with. Usually, a translation, certified by the competent diplomatic service or consular post, of the document is required into the language of the relevant Member State in which customs action is being sought.

III. Action taken by the customs authorities

Each Member State has its own customs authority. The Community wishes to harmonise the actions of these authorities as much as possible so that they can act virtually as a single authority. The customs department of the relevant Member State is responsible for taking action. 

A customs department may act ‘ex officio’, in other words, before an application is lodged (Article 4).

Where there are sufficient grounds for suspecting that goods declared to customs or under customs control infringe an intellectual property right, the customs authorities may suspend the release of the goods or detain them. The customs authorities are to notify the right-holder of their action. 

The right-holder now has the possibility to request action by the customs authorities within a period of three working days from the moment of receipt of the notification (Article 5(1) or (4)).

Before informing the right-holder of the suspicion that a right has been infringed, the customs authorities may ask him to provide any information they may need to confirm their suspicions (Article 4(2)).

IV. Application for action by the customs authorities (Article 5)
In each Member State it is possible to apply in writing for action by the customs authorities to protect a national or Community right. 

However, it should be borne in mind that the question of whether the goods to be imported infringe a particular intellectual property right is to be assessed in the light of the law of the Member State at whose borders they are found. It is therefore important that the right-holder also has a valid entitlement to protection under the provisions of that country. Otherwise, he cannot allege an infringement of a right.

The customs department designated by the relevant Member State is responsible for receiving and processing the application. These departments are also to keep available the forms necessary for a national application or a Community application. In many Member States, the forms can be retrieved from the website of the relevant customs department.

1. Communication of important information (Article 5(5))

Submitting as much information as possible to the customs authorities increases the likelihood that goods infringing an intellectual property right will be found. When completing the application, provision of the following information is mandatory:

(a)
an accurate and detailed technical description of the goods (in this regard photographs or samples may also be submitted);

(b)
any specific information the right-holder may have concerning the type or pattern of fraud;

(c) the name and address of the contact person appointed by the right-holder;

(d) a declaration by the right-holder (Article 6).

The declaration replaces the security which had to be paid under the preceding regulation when lodging an application. Now, the applicant must give a written declaration that he accepts liability towards a person involved in a situation referred to in Article 1(1) for any damages in the event that a procedure initiated by the customs authorities is discontinued owing to an act or omission by the right-holder or in the event that the goods in question are subsequently found not to infringe an intellectual property right.

In addition, a declaration must also be given that all costs incurred in keeping goods under customs control will be borne.

Where a Community application is lodged, the applicant must also agree to bear the costs of any translations which may be necessary.

Finally, the applicant must undertake to inform the competent customs department of any changes or the loss of his intellectual property rights. 

However, the applicant should also make available to the customs authorities any other information he may have, since the most complete picture possible of the original goods (e.g. their value, the means of transport used, the country of production, the routes used by traffickers and the technical differences between the authentic and suspect goods) makes it possible to bring the suspect goods to the attention of the customs offices.

2. Period of validity of an application (Article 8)

A national application is valid for a maximum of one year but may be extended subject to the prior discharge of any debt owed.

In the case of a Community application, the period during which the customs authorities are to take action is set at one year. Here, too, an extension may be requested in writing.

V. Decision of the customs department

The competent customs department is to process the application and notify the applicant in writing of its decision within 30 working days (Article 5(7)). 

The applicant does not incur any fees as a result.

1. Rejection of the application (Article 5 (8))

The customs department may reject the application where it does not contain the mandatory information listed in Article 5(5). In that event it must provide reasons for its decision and include relevant information on the appeal procedure. The application can only be re-submitted when duly completed.

A decision rejecting the application cannot be contested, but an action may be brought before the competent national court.

2. Decision granting the application

Where an application is granted, the customs department which processed the application (‘the initial department’) is to notify its decision immediately to the customs offices of the Member State or States likely to be concerned by the suspect goods stated in the application.

Furthermore, the applicant is to forward the decision, with any other information and any translations that may be necessary, to the competent customs department of the Member State or States in which he has requested customs action. However, with the applicant’s consent, the decision may be forwarded directly by the initial department.

At the request of the relevant customs authority, any further information required is to be submitted.

VI. Action by the customs authorities (Article 9)

Where, in connection with a customs declaration or during checks on goods, a customs office finds suspect goods stated in the application for action, it is to suspend release of the goods or detain them. It is immediately to inform the initial department of its action.

1. Notification of the right-holder

The customs office or the initial department is to notify the right-holder and the declarant or holder of the goods within the meaning of Article 38 of Regulation (EEC) No 2913/92 of its action.

2. Right-holder’s request for information

At the request of the right-holder, the customs office or initial department is, in accordance with national provisions on data protection, to inform him, if known, of the names and addresses of the consignee, the consignor, the declarant or the holder of the goods and the origin and provenance of the suspect goods. This information is to enable the right-holder to establish whether a right has been infringed (Article 9(3), first subparagraph).

3. Inspection of suspect goods

The applicant and the person affected by the custom office’s action are to be given the opportunity to inspect the suspect goods (Article 9(3), second subparagraph).

4. Request for hand-over of samples

At the express request of the applicant, the customs office may take samples from the suspect goods and hand them over to him for examination. The right-holder is to carry out any analysis under his sole responsibility (Article 9(3), third subparagraph).

VII. Duration of the suspension of release or detention of the goods
The customs office may suspend release of the goods or detain them for 10 working days from the day on which the applicant receives notification (Article 13). This period may be extended by a maximum of 10 days in appropriate cases.

In the case of perishable goods, this period is to be only three working days. This period may not be extended (Article 13(2)).

The period begins to run the day after the notification is received (Article 5 of the implementing Regulation). Saturdays, Sundays and holidays are not included.

1. Initiation of a national procedure

Within this period, the applicant must inform the customs authority that the procedure to determine whether an intellectual property right has been infringed under national law has been initiated. The infringement of the right is to be assessed in the light of the law in force in the Member State in which the suspect goods are placed (Article 10).

2. Release of goods in the event of failure to notify the customs authorities (Article 13)

If the customs office holding the suspect goods has not been notified in good time that national proceedings have been initiated to determine whether a right has been infringed (Article 10) or has not received the right-holder’s agreement to destroy them (Article 11(1)) and all customs formalities have been completed, it is to release the goods or end their detention (Article 13). 

VIII. Simplified procedure for destruction of goods

The Member States may provide for a simplified procedure, to be used with the right-holder’s agreement, which enables suspect goods to be abandoned for destruction under customs control. It is not necessary to determine in advance whether an intellectual property right has been infringed. 

Accordingly, the following provisions must be made in the national legislation of the relevant Member State:

1. Notification by the right-holder

Within 10 working days (or three in the case of perishable goods) of receipt of notification of suspension of release of the goods or the detention thereof, the right‑holder must notify the customs authorities in writing that the suspect goods infringe an intellectual property right. 

In addition, the written agreement of the declarant, the holder or the owner of the goods to abandon them for destruction must be provided. In this respect it should be noted that this agreement is to be presumed to be accepted when destruction has not specifically been opposed within the prescribed period.

2. Taking of samples before destruction

Destruction of the suspect goods must be systematically preceded by the taking of samples. They are to be kept by the customs authorities in such conditions that they can be used as evidence admissible in legal proceedings.

3. Accepting liability and bearing costs

Destruction is to be carried out, unless otherwise specified in national legislation, at the expense and under the responsibility of the right-holder.

IX. Release of suspected goods following provision of a security

The declarant, owner, importer, holder or consignee of goods suspected of infringing a plant variety right can obtain the release of the goods or an end to their detention on provision of a security (Article 14). 

This is the case provided the customs office or initial department has been notified of the initiation by the applicant of proceedings to determine whether a right has been infringed, precautionary measures have not been authorised by the competent national court, and all customs formalities have been completed.

The security must be sufficient to protect the interests of the right-holder. The regulation does not contain specific details in this respect.

X. Liability questions

The question of whether the customs authorities are in any way liable towards the right‑holder or the persons involved in the situations referred to in Article 1(1) and the ‘ex officio’ action provided for in Article 4 is to be assessed in the light of the relevant national legislation (Article 19).

The law of the Member State in which the application is made is relevant to any entitlement to compensation. In the case of a Community application, the law of the Member State in which the goods were not detected by a customs office or the person concerned incurred loss or damage is relevant (Article 19(1) and (2)).

The right-holder’s civil liability is to be governed by the law of the Member State in which the goods in question were placed in one of the situations referred to in Article 1(1) in relation to customs declaration or checks.

~ ~ ~ ~ ~

Regulation No 1383/2003 makes a significant contribution to an improved exchange of information between the right-holder and the customs authorities. The Community‑wide harmonisation of time-limits and the standardisation of application forms is of particular importance. However, improved cooperation between the authorities is also making it possible to combat unlawful trade more effectively.

The fact that no charges are incurred and no security need be provided when an application is made is particularly helpful to small and medium-sized companies. Instead, it is sufficient that an undertaking to meet any costs incurred in the event of customs action is given when an application is lodged. That way, the customs authorities’ control system can be used without incurring any costs in advance.
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